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PATENT AND TRADEMARK COFFI CE

Trademark Trial and Appeal Board
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VWit H Smth

Qpposition No. 99,308 to application Serial No. 74/574,534
filed on Septenber 16, 1994

Kenneth L. Wlton of Small Larkin, LLP for Allergan, Inc.
VWit H Smth, pro se.

Bef ore Hohein, Walters and Wendel, Adm nistrative Tradenark
Judges.

Qpi ni on by Hohein, Adm nistrative Trademark Judge:

An application has been filed by Wit H Smith to
regi ster the mark "AQUA" for "liquid bath and toilet soap".’

Regi strati on has been opposed by Allergan, Inc. on the
ground that opposer, "under its nmarks AQUA GLYCOLI C, AQUA GLYDE,
AQUA LACTEN Stylized and AQUAMED and its other marks (' Opposer’s
Mar ks’ ), has become well-known for its skin care, persona

hygi ene and cosnetic products”; that "Opposer’s Marks constitute

' Ser. No. 74/574,534, filed on Septenber 16, 1994, which alleges a
bona fide intention to use the mark i n commerce.
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a famly of marks in connection with said products with the term
"Aqua’ being the distinguishing and comon feature of this famly
of marks"; that opposer, by assignnent fromits predecessor-in-
Interest, Herald Pharmacal, Inc., is the owner of valid and
subsisting registrations for the follow ng marks and goods:
(1) the mark "AQUA GLYCOLIC' for "skin
noi sturi zing lotion; [and] non-nedi cated

shanpoo";?

(2) the mark "AQUA GLYDE" for "skin
cl eanser":?

(3) the mark "AQUA LACTEN," depicted in
the stylized format shown bel ow

for "hand lotion";* and
(4) "AQUAMED' for "skin lotion";°®
that "[t]here is no issue as to priority"” inasmuch as the filing
date of applicant’s intent-to-use application is "subsequent to
the i ssuance of all of Qpposer’s [registrations for its] pleaded

regi stered marks"; and that applicant’s nmark "so resenbl es

’ Reg. No. 1,704,479, issued on August 4, 1992, which sets forth dates
of first use of December 6, 1983; combined affidavit 888 and 15. The
word "GLYCOLIC" is disclaimed.

° Reg. No. 1,501,845, issued on August 30, 1988, which sets forth dates
of first use of August 2, 1985; combined affidavit 888 and 15.

“ Reg. No. 1,058,876, issued on February 15, 1977, which sets forth
dates of first use of June 11, 1976. Such registration, however, has
expired for failure to renew and thus proof of ownership thereof would
not avoid the issue of priority of use of the subject mark.

°* Reg. No. 1,516,947, issued on December 20, 1988, which sets forth
dates of first use of November 30, 1965; combined affidavit 888 and
15.
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Qpposer’s Marks as to be |likely, when applied to the goods of
Applicant, to cause confusion or mstake or to deceive"

Applicant, in his answer, has denied the salient
al l egations of the opposition. Applicant also states therein
that "AQUA" is "a word common in the [E]nglish | anguage and
research shows that over 600 trademarks have been registered
using the word aqua, including [registrations for] soap, skin
cl eanser, liquid soap, etc."

The record consists of the pleadings, including, as
attachnments to the opposition, reasonably contenporaneous
certified copies of opposer’s pleaded registrations show ng that,
as of the three nonths preceding the filing of the opposition,
such regi strations were subsisting and owned by Heral d Pharmacal ,
Inc.; the file of the opposed application; and, as opposer’s
case-in-chief, the testinony, with exhibits, of Joseph A Lew s,
who is the director of research and devel opnent for opposer’s
cosnetic and other over-the-counter products. Applicant,
however, did not take testinony or otherw se introduce any
evidence on his behalf. Briefs have been filed, but an oral
heari ng was not requested.

Qpposer’s priority of use of its pleaded "AQUA
GLYCOLIC " "AQUA GLYDE"' and "AQUAMED' marks is not genuinely in
I ssue i nasnmuch as the testinony of M. Lewi s establishes that, as
confirmed by the copy of the assignnent thereof, opposer’s
registrations for such marks and the marks thensel ves, together
with the goodw Il appurtenant thereto, were indeed assigned to

opposer by its predecessor-in-interest, Herald Pharmacal, Inc.,
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about two nonths prior to the filing of the opposition. Thus,
and in light of the certified copies of such registrations which
acconpany the opposition, opposer has proven that it is in fact
the owner of subsisting registrations for such marks. See King
Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ
108, 110 (CCPA 1974). The record, in any event, establishes that
opposer is the prior user of those marks and, although the
stylized format thereof has been discontinued, opposer is also
the prior user of its "AQUA LACTEN' mark.°® The only real issue
to be determ ned, therefore, is whether applicant’s "AQUA" mark,
when used in connection with liquid bath and toilet soap, so
resenbl es one or nore of opposer’s "AQUA GLYCOLIC, " "AQUA GYDE, "
"AQUA LACTEN' and "AQUAMED' marks for, respectively, its skin

nmoi sturizing |otion and shanpoo, skin cleanser, hand |otion, and
skin lotion, that confusion is likely as to the origin or

affiliation of the parties’ goods.’

® Applicant, having failed to take testinony or otherw se present any
evidence in his behalf, is limted to the Septenber 16, 1994 filing
date of his application as the earliest date on which he can rely in
this proceeding. See, e.g., Lone Star Manufacturing Co., Inc. v. Bil
Beasl ey, Inc., 498 F.2d 906, 182 USPQ 368, 369 (CCPA 1974) and

Col unbi a Steel Tank Co. v. Union Tank & Supply Co., 277 F.2d 192, 125
USPQ 406, 407 (CCPA 1960).

" Al though opposer, as noted previously, has pleaded a famly of
"AQUA"-prefixed nmarks and indicates inits brief that it "believes the
evidentiary record supports a finding that Opposer owns a famly of
AQUA- marks," opposer further states therein that "the Board need not
reach this conclusion in order to find that Applicant’s mark is likely
to confuse." W observe, in this regard, that as stated in J & J
Snack Foods Corp. v. MDonald s Corp., 932 F.2d 1460, 18 USPQ2d 1889,
1891-92 (Fed. Gir. 1991):

A famly of marks is a group of marks having a
recogni zabl e cormon characteristic, wherein the narks are
conposed and used in such a way that the public associates
not only the individual marks, but the comon characteristic
of the famly, with the trademark owner. Sinply using a



Opposition No. 99, 308

According to the record, opposer acquired Herald
Pharmacal , Inc. ("Herald") in August 1995 by purchasing the major
assets of such firm including its manufacturing facilities,
products and trademarks. (Qpposer’s witness, M. Lew s, who

becane enpl oyed by opposer at the tinme of its acquisition of

series of simlar marks does not of itself establish the
exi stence of a family. There nust be a recognition anong
the purchasing public that the cormbon characteristic is

i ndi cati ve of a common origin of the goods.

Recognition of the famly is achieved when the pattern
of usage of the conmon elenent is sufficient to be
indicative of the origin of the famly. It is thus
necessary to consider the use, advertisenent, and
di stinctiveness of the marks, including assessnent of the
contribution of the conmon feature to the recognition of the
mar ks as of conmon ori gin.

Contrary to the allegation in the opposition and in opposer’s
brief, it sinply cannot be said on this record that opposer has
denonstrated the existence of a famly of "AQUA"-formative marks,
particularly anong the general public. Although opposer’s narks are
listed together in sales sheets, order forns, product catal ogs and
price lists, nothing therein is indicative of the pronotion of such
marks as a family characterized by the prefix "AQUA " especially since
various other marks for additional products marketed by opposer are
al so set forth. The materials, noreover, are directed solely to the
drug whol esal ers and pharnmacy custoners of opposer and, thus, can
scarcely be said, as stated in opposer’s brief, to constitute
"uncontroverted evidence that Opposer’s pronotional naterials ... were
distributed to the general public". The evidence, in short, sinply
fails to show that opposer’s marks have been pronoted in any manner
sufficient to create a recognition or awareness anong the genera
public, or even anmpbng opposer’s direct custoners, of the conmon
ownership thereof so that a famly of marks, characterized by the term
"AQUA" as its distinguishing elenent, in fact exists. See, e.g., La
Maur, Inc. v. Bagwells Enterprises, Inc., 199 USPQ 601, 606 (TTAB
1978) and Polaroid Corp. v. Anerican Screen Process Equi pnent Co., 166
USPQ 151, 154 (TTAB 1970). Furthernore, the nere ownership of a
nunber of narks sharing a common feature, or even ownership of nany
registrations therefor, is alone insufficient to denonstrate that a
famly of marks exists. See, e.g., Hester Industries, Inc. v. Tyson
Foods, Inc., 2 USPQRd 1646, 1647 (TTAB 1987); Consolidated Foods Corp.
v. Sherwood Medical Industries Inc., 177 USPQ 279, 282 (TTAB 1973);

Pol aroid Corp. v. Anerican Screen Process Equi pnrent Co., supra; and
Pol aroid Corp. v. Richard Mg. Co., 341 F.2d 150, 144 USPQ 419, 421
(CCPA 1965). Accordingly, inasnuch as opposer has not established its
assertion of a famly of "AQUA'-based marks, the issue of |ikelihood
of confusion nmust be determ ned by conparing applicant’s mark for his
goods with each of opposer’s marks for its various products.
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Heral d, was prior thereto the executive vice president of such
firmas well as a director and major shareholder. After joining
Heral d, which was founded in the early 1960s, as a chem st in
March 1979, M. Lewi s becane the person responsible for the
devel opnment of its new products. Mreover, in addition to being
i n charge of marketing those products, he was also in charge of
sel ecting the trademarks under which Heral d’ s goods were to be
sol d.

Wil e so enpl oyed at Herald, M. Lew s devel oped and
| aunched a skin cleanser which was first sold under the mark
"AQUA GLYDE" in 1985. Such mark has been in continuous use for
skin cleanser "until just recently,” when "[t]hey changed the
name to Aqua Aycolic".® (Lewis dep. at 12.) The "AQUA GLYDE"
product, while sold over-the-counter to the general public, was
principally marketed by having Heral d’ s sal es representatives
di stribute product sanples thereof to physicians, who in turn
woul d recommend such skin cleanser to their patients for purchase

at drug stores.

® However, as to whether use of the "AQUA GLYDE' mark has been
di scontinued with the intent not to resune (that is, whether it has
been abandoned), M. Lewis testified only as foll ows:

Q Do you know if Allergen has the intent to abandon
this Aqua d yde mark?

A | do not know the answer to that question.

Q Do you know what Allergen’s plans are with regard
to the Aqua d yde mark?

A No, sir.
(Lewi s dep. at 13.)
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M. Lewi s al so devel oped and choose the mark "AQUA
GLYCOLIC' for a skin noisturizing lotion and a non-nedi cat ed
shanpoo. The fornmer, which is marketed as a hand and body
lotion, was first sold by Herald in 1983, while the latter was
i ntroduced in the md-1980s. 1In addition to |otion and shanpoo,
opposer offers face cream facial cleanser and astringent under
the "AQUA GLYCOLIC' mark. All of such products have been
continuously sold under the "AQUA GLYCOLIC' mark and, while often
purchased at a physician’s recommendati on, are targeted for sale
to "[g]eneral consuners" through "pharmacies, chain drug, [and]
chain stores, such as Walmart". (l1d. at 17.) The goods "appear
In the personal noisturizers and cl eansers and shanpoos section
of those stores, [as] general toiletries-type products.” (1d.)

As to the reason why he selected the marks "AQUA GLYDE"
and "AQUA GLYCOLIC," M. Lewis testified that:

W wanted to keep continuity within the

line, and we had al ready established the use

of Aqua with a couple of other products; in

particul ar, Aquaned and Aqua Lacten. And

aqua, the word itself, neans water

noi sturi zation. Those are the types of

products that we were making.

So it suited the famly of products that

we were nmaking with respect to Aqua G yde.

That’s why it was chosen and, also, with

respect to Aqua dycolic.
(lLd. at 29.)

Wth respect to Herald s "AQUA LACTEN' hand | otion, M.
Lewi s noted that, although he was not the originator thereof, he

is famliar with such product, which was devel oped shortly before

he becane involved with Herald. Wile it appears that the
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product is no longer sold under the stylized format in which the
"AQUA LACTEN' mark was once registered, the record shows that the
mark is still in use, in a block letter manner, for hand | otion.
Such product, |ike opposer’s "AQUA GLYCOLIC' goods, is sold "[i]n
the drug store; in the sanme general cosnetics, noisturizers,
cl eansers, toiletries section.” (Id. at 21.)

Simlarly, while Herald s "AQUAMED' skin |otion was
al ready being sold at the tinme when M. Lewi s began his career
with Herald, he testified that the "AQUAMED' nark has been in
continuous use for such product and is still being sold by
opposer. The product likewse is sold "in the pharmacy, [w th]
shanpoos, cleansers, [and] noisturizers."” (ld. at 22.)

In addition, during the | ate 1980s, Herald commenced
use of the mark "AQUARAY" in connection with a sunscreen. M.
Lew s indicated that, |ike the marks "AQUA GLYDE" and "AQUA
GLYCOLIC, " he chose the mark "AQUARAY" "to keep it within the
famly of Aqua products currently being marketed by Herald."
(ILd. at 30.) The "AQUARAY" mark has been in continuous use for
sunscreen and, like the others in opposer’s line of skin care
products, is sold to "general consuners” through "[p]harnmacies,
chain drugs, [and] chain stores such as Walmart."® (1d.)

M. Lewis further testified that, in particular,

opposer’s "AQUA GYCOLIC, " "AQUA LACTEN' and "AQUAMED' products

9

I nasmuch as applicant, in its brief, has raised no objection to
opposer’s reliance on such testinony, the pleadings are deened to have
been anended, pursuant to Fed. R Cv. P. 15(b), to include opposer’s
prior and continuous use of the mark "AQUARAY" for sunscreen.” It is
poi nted out, however, that even if the pleadings had not been deened
to be so anended by the inplied consent of the parties, the result in
this case would be the sane.
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are chiefly "sold in the sane area, the same general vicinity, in
the drug store,” with its shanpoo being "offset a little bit"
fromits other goods. (ld. at 23.) He also noted that liquid
soaps, such as applicant’s "AQUA" |iquid bath and toil et soaps,
woul d be sold in the sanme retail area as opposer’s products,
since as cleansers for the hands and body, such goods "fit into

t hat personal -care regine.” (1d.)

Opposer, as indicated previously, acquired its interest
in the marks "AQUA GLYDE," "AQUA GLYCOLIC, " "AQUA LACTEN,"
"AQUAMED' and "AQUARAY" as part of its purchase of the mgjor
assets of Herald. |In addition, with the exception of its
"AQUARAY" mark, all of such marks, their goodw || and any
registrations pertaining thereto were fornally assigned by Herald
to opposer as evidenced by a copy of such assignnent, dated
August 1, 1995, which has been recorded in the Assignnent
Di vision records of the Patent and Trademark O fice.

Nati onal sales figures for 1997, which is the only year
for which M. Lew s provided any such figures, were estimated to
be $4, 500,000 for opposer’s various "AQUA GLYCCOLIC' products,
$50, 000 for its "AQUA LACTEN' hand lotion and $30,000 for its
"AQUAMED' skin lotion. According to M. Lewis, while sales of
the latter two products have been flat or "steady" for the past
five years, "sales have been increasing” for the "AQUA GLYCOLIC'
goods and have done so "dramatically" since about 1994. (ld. at
39-40.) Al though opposer advertises its goods, including its
various "AQUA GYCOLIC' products, M. Lew s stated that he was

not privy to the actual anmounts expended. All of opposer’s marks
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are used on | abel s and packaging for its goods and, with the
exception of its "AQUA GLYDE' mark, also appear in its product
catal ogs and price lists, which are directed to whol esal ers and
retailers of its goods rather than to the general consuner.
Turning to consideration of the pertinent factors set
forth inlnre E. |I. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563, 567 (CCPA 1973), for determ ning whether a |ikelihood
of confusion exists, we hold that confusion as to the origin or
affiliation of the parties’ products is likely. Focusing first
on the simlarities or dissimlarities between the respective
goods, we find that applicant’s liquid bath and toilet soap are
goods which are closely related to opposer’s products, including
its skin noisturizing lotion, skin cleanser, hand |otion, skin
| otion, sunscreen and shanpoo. All of such goods are personal -
care products or toiletries which, the record shows, woul d be
sold to the sanme classes of purchasers, including ordinary
consuners, through the identical channels of trade, such as
phar maci es, chain drug stores, and chain departnent stores or
mass nerchandi sers. See, e.g., Ferdinand Mil hens v. Sir Edward
Ltd., 214 USPQ 298, 300 (TTAB 1981) [toil et soaps and bath soaps
found closely related to hair shanpoos since such goods "are al
of the class comonly referred to as toiletries"] and CGuerl ain,
Inc. v. Richardson-Merrell Inc., 189 USPQ 116, 118 (TTAB 1975)
["hair shanpoo and ... soap are closely related products which
ordinarily would be purchased in the sane retail outlets, whether
they be drugstores or departnent stores, by the sane ..

purchasers and frequently at the sane tinme during the course of a

10
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shopping trip"]. Applicant, in his brief, does not contend to
the contrary. Cearly, if applicant’s and opposer’s goods, which
woul d be displayed for sale either together with or adjacent to
each other in the sane retail areas, were to be sold under the
sanme or substantially simlar marks, confusion as to the source
or sponsorship thereof would be likely to occur.

Considering, then, the simlarities and dissimlarities
bet ween the respective marks, opposer accurately points out that:

Applicant’s AQUA mark is identical to

the prefix of, and is entirely incorporated

I n, each of opposer’s AQUAMED, AQUA GLYCOLI C,

AQUA LACTEN, AQUA GLYDE and AQUARAY nmarks.

As a result, Applicant’s mark is visually and

phonetically simlar to each of Qpposer’s

I ndi vi dual marKks.
Wi | e opposer concedes that "[t]he ' AQUA prefix has been used by
Opposer because all of the products [it sells] have noisturizing
characteristics and 'aqua’ suggests water,"” it is neverthel ess
the case that applicant’s "AQUA" mark, when used in connection
with his liquid bath and toilet soaps, |ikew se suggests water or
nmoi sturizing characteristics. |In consequence of the simlarities
I n appearance, sound and connotation, applicant’s "AQUA" mark and
each of opposer’s "AQUA GLYCOLIC," "AQUA GYDE," "AQUA LACTEN, "
"AQUAMED' and "AQUARAY" mar ks, when considered in their
entireties, projects a substantially simlar overall comrerci al
| mpr essi on.

Applicant contends, however, that confusion is not
|i kel y because, as asserted in his brief, "research shows that

over 1000 trademarks have been regi stered using the word aqua,

I ncluding [those for] soap, skin cleanser, liquid soap, etc."

11
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The record, however, contains no factual support for applicant’s
argunment and, instead, shows that the only marks containing the
term " AQUA" and which are registered and/or in use are those

whi ch are owned by opposer for its line of skin and hair care
products.

We conclude, in light thereof, that custoners and
prospective purchasers, famliar with opposer’s "AQUA GLYCOLIC, "
"AQUA GLYDE, " "AQUA LACTEN, " "AQUAMED' and "AQUARAY" marks for,
respectively, skin noisturizing |otion and shanpoo, skin
cl eanser, hand lotion, skin lotion, and sunscreen, would be
likely to believe, upon encountering applicant’s substantially
simlar "AQUA" mark for his liquid bath and toilet soap, that
such closely related toiletry products emanate from or are
ot herw se sponsored by or affiliated wwth, the same source. In
particul ar, applicant’s "AQUA" goods are likely to be viewed by
t he purchasing public as new or additional itenms in opposer’s
| i ne of personal -care products.

Deci sion: The opposition is sustained and registration

to applicant is refused.

G D. Hohein

C. E wilters

H R Wendel
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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